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after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 
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DETAILED ACTION 

1. Examiner Sajid Yussuf is no longer assigaed to the present patoit application. This application is now 
assigned to Examiner Paul H. Kang. In examining this patent application, full faith and credit has been given to the 
search and action of the previous examiner. MPEP § 719.05. 

2. Claims 7, 30 and 48 have been cancelled. Claims 1-6, 8-29, 31-47 and 49-54 are now pending. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patmt unless - 

e) the invention was described in (1) an application for patent, published under section 122(b), by anotho* 
filed in the United States before the invention by the applicant for patent or (2) a patmt granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an intanational application filed under the treaty defined in section 35 1(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

4. Claimfs) 1-6, 8, 10-29, 31-47 and 49-54 is/are rejected under 35 U.S.C. 102(e) as 
being anticipated by Parry et at (US Patent Application No. 2002/0178213 and Parry 
hereinafter). 

5. As per claim(s) 1, 24, 46 Pany discloses: 

requesting a transfer of an ASP document at an ASP user device coimected to a remote 
document manager and a remote ASP via a network (See Figure 1 & Abstract); 

determining whether said ASP document is a storage document for storing in said 
remote ASP or a retrieval document for retrieving from said remote ASP (See Paragraph(s) 
0037-0042); 
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establishing a predetermined time for effecting a transfer of said ASP document; and 
transferring said ASP document at a predetermined time (i.e., spider) via said network (See 
Paragraph(s) 0100-0103, 0037-0042 & Figure 8). 

6. As per claim(s) 2, 25 Parry teaches the claimed invention as described in claim(s) 1, 24 above and 
furthomore discloses sending a deferred transfer request to said remote document manager via said network when 
the ASP user device logs on to said remote document manager, (See Paragraph(s) 0034-0036). 

7. As per claim(s) 3, 26, 47 Parry teaches the claimed invention as described in claim(s) 1-2, 24-25, 46 above 
and furthermore discloses logging on to said remote document manager by the ASP user device, (See Paragraph(s) 
0076-0082) wherein said step of requesting a transfer comprises inputting a deferred transfer option from a menu 
received from said remote document manager via said network after said user device logs on to said remote 
document manager, (See Paragraph(s) 0076-0082). 

8. As per claim(s) 4, 27 Parry teaches the claimed invention as described in claim(s) 1-3, 24-26 above and 
furthermore discloses inputting said predetermined time; and seading said predetermined time to said remote 
document manager via said network, (See Paragraph(s) 0100-0103 & Figure 8). 

9. As per claim(s) 5, 28 Parry teaches the claimed invention as described in claim(s) 1-4, 24-27 above and 
furthermore discloses establishing a predetermined time for effecting a transfer of said ASP document comprises 
requesting said remote document manager to establish said predetermined time Avithout sending a predetermined 
time to said remote document manager, (See Paragraph(s) 0099-0104 & Figure 8). 

10. As per claim(s) 6, 29 Parry teaches the claimed invention as described in claim(s) 1-5, 24-28 above and 
furthermore discloses transferring said ASP document at a predetermined time via said network comprises 
transferring said ASP document via the Internet, (See Paragraph(s) 0100-0103 & Figure 8). 



Application/Control Number: 09/839,22 1 Page 4 

Art Unit: 2141 

11. As per claiin(s) 8, 31, 49 Parry teaches the claimed invention as described in claim(s) 1-7, 24-30, 46-48 
above and furthoinore discloses determining that said ASP document is a storage document based on an operator 
input to said ASP user device, (See Paragraph(s) 0038) wherein usa makes request for a web page; and inputting 
said storage document into said ASP user device, wherein said transferring step comprises transferring said ASP 
document via said network at said predetermined time, (See Paragraph(s) 0039-0044). 

12. As per claim(s) 10, 33 Parry teaches the claimed invention as described in claim(s) 1-9, 24-32 above and 
furthermore discloses inputting said ASP document into said ASP user device comprises downloading an electronic 
copy of said ASP document from an external source to a memory associated with said ASP user device, (See 
Paragraph(s) 0051-0055). 

13. As per claim(s) 1 1, 34 Parry teaches the claimed invention as described in claim(s) 1-10, 24-33 above and 
furthermore discloses transferring said ASP document via said network comprises sending said ASP document to 
said remote document manager at said predetermined time, (i.e., spider), (See Paragraph(s) 0100-0103). 

14. As per claim(s) 12, 35 Parry teaches the claimed invention as described in claim(s) 1-1 1, 24-34 above and 
furthermore discloses transferring said ASP document via said network comprises sending said ASP document to 
said remote ASP at said predetermined time, (i.e., spider), (See Paragraph(s) 0100-0103). 

15. As per claim(s) 13, 36, 50 Parry teaches the claimed invention as described in claim(s) 1-12, 24-35, 46-49 
above and furthermore discloses receiving a storage operation report at said ASP user device, (See Paragraph(s) 
01 12 & Figure 9). 

16. As per claim(s) 14, 37 Parry teaches the claimed invention as described in claim(s) 1-13, 24-36 above and 
furthamore discloses receiving comprises receiving said storage operation report from said remote document 
manager, (See Paragraph(s) 0112 & Figure 9). 
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17. As per claiin(s) 15, 38 Pairy teaches the claimed invention as described in claim(s) 1-14, 24-37 above and 
fiirthoinore discloses receiving said storage operation report from said remote ASP device, (See Paragraph(s) 01 12 
& Figure 9). 

18. As per claim(s) 16, 39 Parry teaches the claimed invention as described in claim(s) 1-15, 24-38 above and 
furthermore discloses clearing said ASP document from a memory of said ASP user. Examiner takes Official Notice 
(see MPEP 2144.03) that the purpose of clearing any type of document in a computer networking environmeat were 
well known in the are at the time the invention was made. Specifically, clearing a "document" from memory is 
similar to deleting a file from a computer or simply flushing cookies from a users temporary directory wherein in all 
such types of erasures are known as clearing a document from a memory. 

19. As per claim(s) 17, 40 Parry teaches the claimed invention as described in claim(s) 1-16, 24-39 above and 
furthermore discloses determining that said ASP document is a retrieval document based on an operator input to said 
ASP user device, (See Paragraph(s) 0037-0044); generating a document retrieval request in said ASP user device, 
(See Paragraph(s) 0037-0044); sending said document retrieval request to said remote document manager via said 
network, (See Paragraph(s) 0037-0044); and receiving said retrieval document at said predetermined time, (See 
Paragraph(s) 0037-0044). 

20. As per claim(s) 18, 41 Parry teaches the claimed invention as described in claim(s) 1-17, 24-40 above and 
fiirthermore discloses receiving said retrieval document comprises receiving said retrieval document from said 
remote document manager at said predetermined time, (See Paragraph(s) 0100-0103 & Figure 8). 

21. As per claim(s) 19, 42 Parry teaches the claimed invention as described in claim(s) 1-18, 24-41 above and 
fiirthermore discloses receiving said retrieval document comprises receiving said retrieval document from said 
remote ASP at said predetmnined time, (See Paragraph(s) 0100-0103 & Figure 8). 
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22. As per daiin(s) 20, 43, 52 Parry teaches the claimed invention as described in claim(s) 1-19, 24-42, 46-51 
above and furthermore discloses generating a documeat retrieval resuh report, (See Paragraph(s) 01 12 & Figure 9). 

23. As per claim(s) 21, 44, 53 Parry teaches the claimed invention as described in claim(s) 1-20, 24-43, 46-52 
above and furthermore discloses sending said document retrieval result report to said remote document manager via 
said network, (See Paragraph(s) 01 12 & Figure 9). 

24. As per claim(s) 22, 45, 54 Parry teaches the claimed invention as described in claim(s) 1-21, 24-44, 46-53 
above and fiirthermore discloses sending said document retrieval result report to said remote ASP manager via said 
network, (See Paragraph(s) 01 12 <&; Figure 9). 

25. As per claim(s) 23 Parry teaches the claimed invention as described in claim(s) 1-22 above and furthermore 
discloses a computer readable medium containing program instructions for execution on a computer system, which 
when executed by the computer system, , (See Paragraph(s) 0023-0026, References cited for claims 1-22 above) 

Claim Rejections - 35 USC §103 

26. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

a. A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that are 
for establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized as 

b. Determining the scope and contoits of the prior art. 

c. Ascertaining the differences between the prior art and the claims at issue. 

d. Resolving the level of ordinary skill in the pertinent art. 

e. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



27. 

applied 
follows: 
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28. Claim(s) 9 are rejected under 35 L7.S.C. 103(a) as being unpatentable over Parry 
et at (US Patent Application No, 2002/0178213 and Parry hereinafter) in view of 
Courtney et ah (US Patent No. 5,519,786 and Courtney hereinafter). 

29. As per claim 9 Parry discloses the claimed mvention as described above. 

However, Parry does not explicitly teach optically scamiing a paper copy of said ASP document to provide 
a digital signal representative of said paper copy of said ASP document; and storing said digital signal in a memory 
associated with said ASP user device. 

Courtney teaches optically scanning a paper copy of said ASP document to provide a digital signal 
representative of said paper copy of said ASP document; and storing said digital signal in a memory associated with 
said ASP user device (See Column 2 Lines 62-67 & Column 3 Lines 1-27). 

Therefore it would have been obvious to a person having ordinary skill in the art at the time of Applicant's 
invention to modify the teaching of Parry with the teachings of Courtney to include optically scanning a paper copy 
of said ASP document to provide a digital signal representative of said paper copy of said ASP document; and 
storing said digital signal in a memory associated with said ASP user device with the motivation to provide for 
useful and necessary means to transform data appearing in a hard-copy format to a format readable by and useful to 
computers, (See Courtney Column 1 Lines 18-25). 

Claim Rejections - 35 USC § 102 

30. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patoit unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 35 1(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 
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31. Claims 1, 24 and 46 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
Application Publication No.: US 2004/0215671 Al to Hyakutake et al.. 

32. The applied reference has a common inventor with the instant application. Based upon the earlier effective 
U.S. filing date of the reference, it constitutes prior art imder 35 U.S.C 102(e). This rejection under 35 U.S.C. 
102(e) might be overcome either by a showing under 37 CFR 1. 132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this apphcation and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

33. As per claim(s) 1, 24, 46 Parry discloses: 

requesting a transfer of an ASP document at an ASP user device connected to a remote 
document manager and a remote ASP via a network (See Figure 1 & Abstract); 

deterroining whether said ASP document is a storage document for storing in said 
remote ASP or a retrieval document for retrieving from said remote ASP (See Paragraph(s) 
0004-0008; 0009-0010); 

establishing a predetermined time for effecting a transfer of said ASP document; and transferring said ASP 
document at a predetermined time (i.e., spider) via said network (See Paragraph(s) 0004-0008; 0009-0010). 

Response to A rguments 

34. Applicant's arguments filed December 23, 2004 have been fully considered but they are not pa*suasive. 
Applicant argued in substance that the prior art of record failed to teach "determining whether the ASP dociunent is 
a storage document for storing in the remote ASP or a retrieval document for retrieving from the remote ASP." To 
the extent that applicant may argue this limitation is not found in the cited portions of Parry (paragraphs 0036-0042), 
the recited limitation is deemed to be inherent to a distributed data processing network \?^erein data is stored and 
retrieved from a server. Necessarily, the system must determine whether the data is to be stored or retrieved. 
Therefore, the newly added limitation is not deemed to overcome the prior art of record. 
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Conclusion 

35. The prior art made of record and not relied upon is considered pertinait to applicant's disclosure. 

f. Becker et al. (US Patent No. 6,658,452) discloses schemes for selecting and passing an application 
for an application provider to an application service provider; 

g. Smith et al. (US Patait No. 6,385,655) discloses method and apparatus for delivering document 
sever an electronic network; and 

h. Davis et al. (US Patent No. 6,615,233) discloses apparatus and method for transmitting documents 
between a server computer and a client computer; 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS fi^om the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory period, 
then the shortened statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire lata* than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Paul H. Kang whose telephone number is (571) 272-3882. The examiner can normally be reached on 9 
hour flex. First Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Rupal Dharia 
can be reached on (571) 272-3880. The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 



Application/Control Number: 09/839,22 1 Page 1 0 

Art Unit: 2141 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




